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□ Responsive to communication(s) filed on ■ 

□ This action is FINAL. 

"plS^ » b^. IS^S-. (35 U.S.C. S 133,. Elsies of tin,e ma, be obtaineo unde, ,he prov,s,on S o, 

37 CFR 1.136(a). 



Disposition of Claims 

Kl Claim(s) 1-92 



Of the above, claim{s) 

□ Claim(s) 

□ Claim(s) 

□ Claim(s) 



is/are pending in the application. 

is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



Kl Claims 1-92 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . ■ 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
♦Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

□ Notice of References Cited, PTO-892 

□ information Disclosure Statements), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Election/Restriction 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-11,14-21, 74-76 drawn to a nucleic acid encoding a prostate specific 
antigen, classified in class 536, subclass 23.5. 

II. Claims 1 2 and 1 3 , drawn to a method of detecting said antigen with said nucleic 
acid, classified in class 435, subclass 6. 

in. Claims 23, 27, 28, 29, 3 1 drawn to a ligand, classified in class 530, subclass 350. 

IV. Claim 22, drawn to a method of using the ligand to determine if said ligand binds 
to the antigen, classified in class 435, subclass 7.2. 

V. Claims 24 and 25, drawn to the prostate specific antigen, classified in class 530, 
subclass 350. 

VI. Claims 26, drawn to a method of making a ligand, classified in class 530, subclass 
412. 

VII. Claim 30, drawn to a method of using the ligand for imaging the prostate cancer, 
classified in class 435, subclass 7.2. 

VIII. Claims 32-36, drawn to a antibody, classified in class 530, subclass 387.7. 
DC Claims 37 and 38, drawn to a therapeutic agent comprising said antibody and 

cytotoxic agent, classified in class 424, subclass 138.1. 
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X. Claims 39-45, drawn to a method of detection using said antibody and 
composition comprising said antibody and carrier (or radioisotope), classified in 
class 435, subclass 7.1. 

XI. Claim 46, drawn to a method of purifying said antigen, classified in class 530, 

subclass 412. 

XII. Claims 47 and 48 drawn to a transgenic mammal classified in class 800, subclass 

2. 

XIII. Claim 49-72, 77, 84-89 drawn to a method of treatment using the nucleic acid 
said antigen, classified in class 514, subclass 44. 

XIV. Claims 78-83, 90-92 drawn to a method of detection using primers of said antigen, 
classified in class 435, subclass 6. 

2. The inventions are distinct, each from the other because of the following reasons: 

A. Groups I, II, XII, XIII, and XIV drawn to a nucleic acid and Group III, IV, V, VI, VII, 
VIII, IX, X, and XI, drawn to antigens, antibodies, and ligands are distinct inventions since they 
are drawn to product with different structure and biological properties. 

B. Group I and II are related as product and process of use. The inventions can be shown 
to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
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as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case the DNA can be used for treatment. 

C. Group I and XIII are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 

§ 806.05(h)). In the instant case the DNA can be used for detection by mRNA hybridizing to the 

nucleic acid molecule. 

D. Group I and XIV are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 

§ 806.05(h)). In the instant case the DNA can be used for treatment. 

E. Group I, II, XIII, XIV drawn to a nucleic acid and Group XII drawn to transgenic 
animal are distinct inventions since they are drawn to product with different structure and 
biological properties. Furthermore the method of making the DNA of Group I, II, XIII, and XIV 
does not require the transgenic animal of Group XII. 

F. Group II, drawn to a method of detecting said antigen is distinct from Group XIII, and 
XIV since the methods of each group require different reagents and parameters. 
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product with different structure and biological properties. 
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K. Groups IV, VI, VII are distinct from each other since the methods require different 

parameters and reagents. 

L . Group V and XI drawn to an antigen is distinct from Group VIH, K, X, XII, XIH, 
Md XIV drawn to antibodies, and transgenic animals since they are drawn to products with 

different structure and biological properties. 

M Groups X. and V are reiated as process of making and product made, The inventions 

used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP S 806.05(f)). In the instant case the 
protein can be made by recombinant means or Merrifield chemical synthesis. 

N Group Vlfl and Group DC are related as product and process of use. The inventions 
can be shown to be distinct if either or bom of the following can be shown: (1) the process for 
using the product as claimed can be practiced wim another materially different product or (2) the 
product as claimed can be used in a materially different prcess of using mat product (MPEP 
S 806.05(h)). in the instant case the antibody can be used for detection. 

O. Group Vffl and Group X are related as product and process of use. The inventions 
can be shown to be distinct if either or born of the following can be show,: (1) the process for 
using the product as claimed can be practiced wim another materially different product or (2) the 
product as claimed can be used in a materially different process of using mat product (MPEP 
§ 806.05(h)). in the instant case the antibody can be used for treatment. 
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P. Groups IX and X are distinct from each other since the methods require different 

parameters and reagents. 

Q. Groups XIII and XIV are distinct from each other since the methods require different 

parameters and reagents. 



3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification and their recognized divergent 
subject matter, restriction for examination purposes as indicated is proper. 

4. A telephone call was made to J. White to request an oral election to the above restriction 
requirement, but did not result in an election being made. 

Applicant is advised that the response to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a diligently-filed petition under 37 
CFR 1 .48(b) and by the fee required under 37 CFR 1.17(h). 
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